RESPONSE 



Claims 1-17 and 26-37 were pending. Claim 1 has been amended. No 
new matter has been added as a result of this amendment. Claims 1-16 and 26- 
37 are still pending after entry of this amendment. 

Claims 1, 2, 5-7, 30, 32 and 37 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Russian Patent 2056177 C1 ("Lebedev") in view of U.S. 
Patent No. 434,042 ("Crawford"). Claims 3, 4 and 34-36 were rejected under 35 
U.S.C. § 103(a) as being unpatentable over Lebedev in view of Crawford as 
applied to claims 1 and 30 and further in view of U.S. Patent No. 657,748 
("Scott"). Claims 8-10, 13-16, 26-29 and 31 were rejected under 35 U.S.C. § 
103(a) as being unpatentable over Lebedev in view of Crawford as applied to 
claim 1 and further in view of the English Machine Translation of Japanese 
Patent Application Publication 11-293479 ("Kobayashi"). Claims 11 and 12 were 
rejected under 35 U.S.C. § 103(a) as being unpatentable over Lebedev in view of 
Crawford and Kobayashi as applied to claim 9 and further in view of Scott. Claim 
33 was rejected under 35 U.S.C. § 103(a) as being unpatentable over Lebedev in 
view of Crawford as applied to claim 32 and further in view of U.S. Patent No. 
3,526,082 ("Thuillier"). 

I. §1 03(a) Objection of Claims 1 , 2, 5-7, 30, 32 and 37 over 
Lebedev in view of Crawford. 

Claims 1, 2, 5-7, 30, 32 and 37 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Lebedev in view of Crawford. Lebedev discloses a 
cyclone gas/liquid mixture separator. In Lebedev, a gas/liquid mixture is supplied 
through the exhaust hole 9 and a swirler helps collect the liquid in collector 8. 
Lebedev, Figure 1 . Crawford discloses an exhaust head. 

Independent Claim 1 discloses an apparatus including an exhaust hole 
that provides a passage to discharge gaseous etchant generated in the etching 
system; an exhaust plate disposed to collect liquefied etchant from the exhaust 
hole; a support part that fixes the exhaust plate to the exhaust hole, the support 
part disposed such that substantially all of an entire outer surface of the support 
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part is exposed to the gaseous etchant; and an exhaust line connected with the 
exhaust plate and through which the liquefied etchant in the exhaust plate is 
removed from the exhaust plate. 

Independent Claim 30 discloses an apparatus including an exhaust hole 
that provides a passage to discharge gaseous etchant generated in the etching 
system; an exhaust plate disposed to collect liquefied etchant from the exhaust 
hole; a support part that fixes the exhaust plate to the exhaust hole and contacts 
an upper surface of the exhaust plate; and an exhaust line connected with the 
exhaust plate and through which the liquefied etchant in the exhaust plate is 
removed from the exhaust plate. 

There is no motivation to combine Crawford with Lebedev. In order to 
make a case of prima facie obviousness, any motivation to modify the prior art 
references must flow from some teaching in the art that suggests the desirability 
or incentive to make the modification needed to arrive at the claimed invention. In 
re Napier, 55 F.3d 610, 613, 34 USPQ2d 1782, 1784 (Fed Cir. 1995); In re 
Gorman, 933 F.2d 982, 986-87, 18 USPQ2d 1885, 1888, (Fed. Cir. 1991). There 
is no specific suggestion, explicit or implicit, to combine the teachings of Lebedev 
and Crawford. Therefore, a § 103(a) rejection is improper for claims 1, 2, 5-7, 
30, 32 and 37. 

The motivation provided by the Examiner to combine the teachings of the 
references is to secure the support part in place. However, "[t]he mere fact that 
the prior art may be modified in the manner suggested by the Examiner does not 
make the modification obvious unless the prior art suggested the desirability of 
the modification." Para-Ordnance Mfg. v. SGS Importers Int'l, 73 F.3d 1085, 
1087, 37 USPQ2d 1237, 1239 (Fed. Cir. 1995) (citing W.L Gore & Assocs., Inc. 
v. GarlocK Inc., 721 F.2d 1540, 1551, 1553, 220 USPQ 303, 311, 312-13 (Fed. 
Cir. 1983)). Moreover, a reason must be supplied to specifically combine the 
teachings of Lebedev and Crawford as "[substantially all inventions are the 
combination of old elements; what counts is the selection out of all their possible 
permutations, of that new combination which will be serviceable." Safety Car 
Heating and Lighting Co. v. General Electric Co., 155 F.2d, 937, 939 (2d Cir, 
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1946). As discussed below, it is unclear why one would want to secure the 
support part in Lebedev in place. 

The motivation suggested by the examiner for combining Crawford with 
Lebedev was to secure the support part in place. Crawford fails to disclose a 
support part fixed to an exhaust hole. The alleged support part D is not fixed to 
an exhaust plate and is not fixed to the exhaust hole a 2 . Therefore, it is unclear 
how element D is a support part. Part D is not fixed to the exhaust hole a 2 , rather 
it is fixed to the exterior casing A with struts. Even assuming, Crawford does 
show a support part fixed to an exhaust hole, there is no motivation to combine 
with Lebedev. In Lebedev, the Examiner identified element 9 as an exhaust 
hole. The struts in Crawford cannot be used to fix the separator (support part) to 
the exhaust hole 9. Lebedev has swirlers 2-3 which fan all of the liquid/gas 
mixture from the hole 9. Struts would have no way of fixing the separator to 
exhaust hole 9 without interfering with the swirlers 2-3 and therefore disrupting 
the purpose and function of the apparatus. There is no motivation to combine 
the struts in Crawford with the apparatus in Lebedev. 

The examiner suggested reversing the function of the device in Lebedev 
so that the gas hole 9 would act as the gas outlet instead of an inlet. In addition, 
the outlet pipe 10 would act as an inlet rather than an outlet. The purpose of 
Lebedev clearly teaches away from this reversal because the entire purpose of 
the apparatus of separating a gas/liquid mixture is defeated by pushing gas 
through the outlet pipe 10 because the gas liquid mixture would not be exposed 
to the swirlers 2-3 and the gas would not be forced down the inlets of the 
separator and out the outlet pipe 10. Such an operation would never be 
performed with this device. 

Lebedev and Crawford fail to disclose a support part fixed to an exhaust 
hole as in both independent Claims 1 and 30. The Examiner acknowledges 
Lebedev does not show this in the 7/8/05 Office Action. Crawford does show a 
support part D coupled to a casing A. The casing A does not function as an 
exhaust hole. In the figures from Crawford, the exhaust hole is more accurately 
defined as element a 2 which is "a central opening provided with a short 
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depending pipe." Crawford, lines 31-32. Element a 2 allows for discharging of the 
gas. It is clear from the picture that support part D is not fixed to exhaust hole a 2 , 
therefore Crawford fails to disclose a support part fixed to an exhaust hole. 

Lebedev and Crawford also fail to disclose a support part disposed such 
that substantially all of an entire outer surface of the support part is exposed to 
the gaseous etchant as in Claim 1 . Lebedev does disclose a support part 7, 
referred to as a seperator, however in the Figure in Lebedev, the support part is 
enclosed within body 1 . A liquid/gas mixture is deposited through the top 9. The 
separator 7 separates the gas from the liquid and the liquid runs down into the 
collector 8. The gas is pushed through the inlets on the separator 7 and flows 
through the outlet pipe 10 inside the separator 7. Therefore, by nature of the 
separation of the gas, no gas ever goes below the inlets on the separator 7 and 
therefore Lebedev fails to disclose that substantially all of an entire outer surface 
of the support part is exposed to the gaseous etchant as in Claim 1 . Only the top 
of the separator 7 is exposed to gas because the gas is separated from the liquid 
and the gas passes inside the support part and through the outlet pipe 10, 
whereas the outer surface of the support part is exposed to the liquid, not the 
gas. 

Assuming the reversal of Lebedev suggested by the Examiner and 
discussed above was feasible, it is still the case that the outer surface of the 
separator is not substantially exposed to the gas as in Claim 1 . If gas is passed 
up the outlet pipe 10, it is the inside of the separator that is exposed to the gas 
and the outer surface is not exposed to the gas. This is the main problem with 
the reversal proposed by the Examiner. Gas comes up through the outlet pipe 
10 and is merely exposed to the inside of the separator 7. Claim 1 includes a 
support part disposed such that substantially all of an entire outer surface of the 
support part is exposed to the gaseous etchant. Pushing gas up through the 
outlet pipe 10 exposes the inner surface of the separator 7 to the gas, not the 
outer surface. Further, if liquid/gas mixture were forced up the pipe 1 1 rather 
than the outlet pipe 10, the outer surface of the separator still would not be 
substantially exposed to the gas. The channel 6 and overflow opening 12 are 
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designed to allow liquid into the collector, not to allow gas up through the 
collector. Also, the inlets on the separator receive the gas so that it passes down 
through the separator 7 and out the outlet pipe 10, rather than being exposed to 
the outer surface. 

For similar reasons, Crawford also fails to disclose a support part 
disposed such that substantially all of an entire outer surface of a support part is 
exposed to the gaseous etchant as in Claim 1 . In Crawford, the alleged support 
part D is not fixed to an exhaust plate and is not fixed to the exhaust hole a 2 . 
Therefore, it is unclear how element D is a support part. 

Dependent Claims 2, 5-7, 32 and 37 should be allowed for the reasons set 
forth above for independent Claims 1 and 30 from which Claims 2, 5-7, 32 and 
37 depend. Accordingly, Applicants request that the Examiner withdraw this 
rejection of Claims 1 , 2, 5-7, 30, 32 and 37. 

II. §1 03(a) Objection of Claims 3, 4 and 34-36 over Lebedev in view 
of Crawford and Scott. 

Dependent Claims 3, 4 and 34-36 were rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Lebedev in view of Crawford as applied to Claims 1 
and 30 and further in view of Scott. These claims should be allowed for the 
reasons set forth above for the independent claims from which they depend. In 
particular, there is no motivation to combine Lebedev and Crawford. Further, 
Lebedev, Crawford, and Scott do not disclose all of the limitations of independent 
Claims 1 and 30. In particular, Lebedev in view of Crawford fails to disclose a 
support part fixed to an exhaust hole and Scott also fails to disclose a support 
part fixed to an exhaust hole. Accordingly, Applicants request that the Examiner 
withdraw this rejection of dependent Claims 3, 4 and 34-36. 

III. §1 03(a) Objection of Claims 8-10,1 3-1 6, 26-29 and 31 over 
Lebedev in view of Crawford and Kobayashi. 

Claims 8-10, 13-16, 26-29 and 31 were rejected under 35 U.S.C. § 103(a) 
as being unpatentable over Lebedev in view of Crawford as applied to Claim 1 
and further in view of Kobayashi. Independent Claim 9 relates to an etching 
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system including an etchant supply apparatus that supplies etchant; an etchant 
fume exhaust apparatus disposed in an upper portion of the etchant supply 
apparatus, the etchant fume exhaust apparatus comprising an exhaust hole that 
provides a passage to discharge gaseous etchant, an exhaust plate disposed to 
collect the gaseous etchant that has condensed into a liquefied etchant and that 
is dripping from the exhaust hole, a support part that fixes the exhaust plate to 
the exhaust hole, and an exhaust line connected to the exhaust plate and 
removes the liquefied etchant collected in the exhaust plate; and a chamber in 
which etching occurs using the etchant supplied from the etchant supply 
apparatus. 

Kobayashi discloses liquid regeneration equipment for etching silicon 
nitride films in a phosphoric acid water solution and an etching system. 
Kobayashi, Field of Invention. There is no motivation to combine Kobayashi with 
either Lebedev or Crawford. Kobayashi has a "condenser formed corresponding 
to the outlet for exhaust gas and this outlet where evaporative gas is discharged, 
and the liquid condensed by said condenser." Kobayashi, para. 22. The fact that 
Kobayashi has a condenser eliminates the need for the exhaust apparatus from 
either Lebedev or Crawford. Kobayashi teaches away from such an exhaust 
apparatus because liquid is condensed by the condenser and would not need to 
be gathered onto an exhaust plate. Without a motivation to combine with 
Kobayashi, Lebedev and Crawford on their own fail to disclose an etching supply 
apparatus and an etch chamber. 

In addition, Lebedev, Crawford and Kobayashi fail to disclose a support 
part fixed to an exhaust hole as discussed above. For at least these reasons, 
Applicants request that the Examiner withdraw these rejections of independent 
Claim 9 and corresponding dependent Claims 10 and 13-16. 

Dependent Claims 8, 26-29 and 31 were rejected under 35 U.S.C. § 
103(a) as being unpatentable over Lebedev in view of Crawford as applied to 
claim 1 and further in view of Kobayashi. These claims should be allowed for the 
reasons set forth above for the independent claims from which they depend. In 
particular, there is no motivation to combine Lebedev and Crawford. Further, 
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Lebedev, Crawford, and Kobayashi do not disclose all of the limitations of 
independent Claims 1 and 30. Lebedev in view of Crawford fails to disclose a 
support part fixed to an exhaust hole. Scott also fails to disclose a support part 
fixed to an exhaust hole. Accordingly, Applicants request that the Examiner 
withdraw this rejection of dependent Claims 8, 26-29 and 31 . 

IV. §1 03(a) Objection of Claims 1 1 and 1 2 over Lebedev in view of 
Crawford, Kobayashi, and Scott. 

Dependent Claims 11 and 12 were rejected under 35 U.S.C. § 103(a) as 
being unpatentable over Lebedev in view of Crawford and Kobayashi as applied 
to Claim 9 and further in view of Scott. These claims should be allowed for the 
reasons set forth above for independent Claim 9 from which they depend. There 
is no motivation to combine Lebedev and Crawford or to combine Kobayashi with 
either Lebedev or Crawford. Further, Lebedev, Crawford, Kobayashi, and Scott 
do not disclose all of the limitations of independent Claim 9. In particular, 
Lebedev in view of Crawford fails to disclose a support part fixed to an exhaust 
hole. Scott and Kobayashi also fail to disclose a support part fixed to an exhaust 
hole. Accordingly, Applicants request that the Examiner withdraw this rejection 
of dependent Claims 11 and 12. 

IV. §1 03(a) Objection of Claim 33 over Lebedev in view of Crawford, 
and Thuilliier. 

Dependent Claim 33 was rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Lebedev in view of Crawford as applied to claim 32 and further 
in view of Thuillier. This Claim should be allowed for the reasons set forth above 
for independent Claim 30 from which it depends. There is no motivation to 
combine Lebedev and Crawford. Further, Lebedev, Crawford, and Thuilliier do 
not disclose all of the limitations of independent Claim 30. In particular, Lebedev 
in view of Crawford fails to disclose a support part fixed to an exhaust hole. 
Thuilliier also fails to disclose a support part fixed to an exhaust hole. 
Accordingly, Applicants request that the Examiner withdraw this rejection of 
dependent Claim 33. 
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II. Conclusion 

Applicant respectfully submits that all of the pending claims are in 
condition for allowance and seeks an early allowance thereof. If for any reason 
the Examiner is unable to allow the application in the next Office Action and 
believes that a telephone interview would be helpful to resolve any remaining 
issues, she is respectfully requested to contact the undersigned attorney. 



Respectfully submitted, 




Registration No. 32,305 
Attorney for Applicant 



BRINKS HOFER GILSON & LIONE 
P.O. BOX 10395 
CHICAGO, ILLINOIS 60610 
(312) 321-4200 
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